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MCS EU Subject to Jìnal decísíons

[Chapter on Intellectual Property Rights

Section

I-

General Provisions and Principles

Article

1

General Provisions

1.

The Parties reaffirm the rights and obligations under the WTO Agreement on Trade

Related Aspect of lntellectual Property Rights, and any other multilateral agreement related to
intellectual property to which they are Parties.

2.

The Parties shall be free to determine the appropriate method of implementing the
provisions of this Chapter within their own legal system and practice, in a manner consistent
with the objectives and principles of the TRIPS Agreement. [EU: ancl of this Chapter.]

3.
[MCS: Parties agree that no Section in this Chapter shall create any right or any juclicial
proceclure that could be directly invoked and/or applied in intellectual property proceclures
without prior irnplementation by domestic law.l
[EU: Nothing in this Chapter shall be construed as confering rights or imposing obligations on
persons other than those created between the Parties under public international law, nor
pennitting this Chapter to be directly invoked in the domestic legal systems of the Parries.l

as

Article 2
Objectives

l.

The objectives of this Chapter are to:

a)

Facilitate access, production and commercialisation of innovative and creative products
and foster trade and investment between the Parties contributing to a more sustainable, equitable
and inclusive economy for the Parties;

b)
Achieve an adequate and effective level of protection and enforcement of intellectual
property rights that provides incentives and rewards to innovation while contributing to the
effective transfer and dissemination of technology and favouring social and economic welfare
and the balance between the rights of the holders and the public interest;
c)

Foster measures that

will help the Parties to

promote research and development, and

access to knowledge, including to a rich public domain.

Article 3
Nature and Scope of Obligations

2.

[MCS: For the purposes of this Agreement, intellectual property rights refèr to all
of intellectual property that are the subject of sections I tllough T of Pan II of the

categories

TRIPS Agreernent.l

[EU: and / or Article

[]

though [ ] of this Chapterl
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3.

Protection of intellectual property includes protection against unfair competition as referred

to in Article 10bis of the Paris Convention for the Protection of Industrial Property
(Stockholm Act 1967).

4.

Nothing shall prevent a Party frorn adopting measures necessary to prevent the abuse of
intellectual property rights by right holders or the resoÍ to practices which unreasonably restrain
trade or adversely affect the international transfer of technology, provided that such measures
are consistent with the provisions of this Chapter. [Subject to final clecision on arl. 8]

5.

This Chapter does not create any obligation with respect to the distribution of resources
of intellectual property rights and enforcement of law in general.

as between enforcement

7.
No Party shall be obliged to implement in its law more extensive protection than is
required by this Chapter. This Chapter does not preclude the Parties from applying provisions of
domestic law introducing higher standards for the protection and enforcement of intellectual
property, provicled that they do not violate the provisions of this Chapter.
Article 4
Principles

l.
Each Party recognises that the protection and enforcement of intellectual property rights
can and must be done in a manner conducive to economic, social and scientific progress. Each
Party shall ensure the enforcement of intellectual property rights within its own legal system
and practice.
2.

In formulating or

amending its laws and regulations, each Party may establish
exceptions and flexibilities permitted by the multilateral instruments to which the Parties are
Signatories.

3.

The Parties [MCS:

, to this agreernent,]

support the achieving

of the United

Nations

Sustainable Development Goals (SDGs)l

4,

The Parties recognise the importance of a robust, rich, and accessible public domain.
MOVE TEXT TO TIIE COOPERATION SECTION (MCS proposes not to rnove this article to
the cooperation section. The EU will consult)

5.

The Parties recognise the importance of the declaration on the TRIPS Agreement and
Public Health, adopted on 14 November 2001 (hereinafter referred to as the "Doha
Declaration") by the Ministerial Conference of the WTO. In interpreting and implernenting the
rights and obligations under this Chapter, the Pafties shall ensure consistency with the Doha
Declaration.

6.

The Parties shall irnplenient Article 3lbis of the TRIPS Agreement, as well as the
Annex and Appendix to the Amex relatecl thereto, which entered into force on January 23,
2011.

7.
The Parties recognise that technology transfer contributes to the strengthening of
national capabilities with the aim to establish a sound and viable technological base and
imrovative capacity. (EU Proposes to clelete this article)
8.

The Parties supporl the World Health Assembly Resolution WHA 60.28 and

the

Panclemic Influenza Preparedness (PIP) Framework adopted on The Sixty-fourth World Health

Assembly.
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9.

The Parties recognise the importance of prornoting the implementatiou of Global

Strategy and Plan of Action on Public Health, Innovation and Intellectual Property, adopted by

the World Health Assembly on 24 of May 2008 (Resolution WHA 61.21 as amended by
Resolution WHA 62.16), [MCS: and take note of the recommendations of the Report of the
WFIO Consultative Expert Working Group on Research anci Developrnent: Financing ancl
Coorclination (CEWG).1

10.

[EU: The-Parties-alse reeegnise the-irnpertanee ef implementing thereeenunendatiens
þínes
report released in
ir
rela*es-to,l (MERCOSUR can delete if EU accepts 13.6)
I 1.
The Parties acknowledge the Development Agenda recommenclations, adopted in 2001
by the General Assernbly of the World Intellectual Property Organization (WIPO).

13. The Parties recognise the sovereign right

of

States over their natural resources and the

with the Convention on Biological Diversity of
1992 (henceforth referred to as CBD). No provision in this Chapter shall prevent the Parties
from adopting or maintaining measures to promote the conservation of biological diversity, the
sustainable utilisation of its components and the fair and equitable benefit sharing arising from
the utilisation of genetic resources, in conformity with that Convention.
access to their genetic resources in accordance

of information and communication technologies on the
usage of literary and artistic works, artistic performances, phonogram productions and
broadcasts and, therefore, the need to ensure transparency as well as to provide adequate
14. The Parties recognize the impact

protection of copyright and related rights in the digital environment.
16. Where the acquisition of an intellectual property right is subject to the right being granted or
registered, each Party shall make best efforts to ensure the procedures for granting or
registration of the right are conducive to the granting or registration within a reasonable period
of time so as to avoid unwarranted curtailment of the period of protection.

IEU: Article X.4
National Treatment
[EU: Each Party shall accorcl to the nationals of another Party treatrnent no less fàvourable than
that it accords to its own nationals with regard to the protectionr of intellectual property,
subject to the exceptions already provicled for in Article 3 ancl 5 of the TRIPS Agreement
[MCS: and elsewhere in this Chapter]
VERSION SUBJECT TO UE AEEEPTANCE EF MCS AÞÐTFI€'N

I ¡EU: For the

pr.uposes

of Alticles xxx and xxx "protection" shall include rnatters affecting the

availability, acquisition, sco¡re, rnaiuteuance and enforcement of intellectual property righ.ts as well
as those nìatters affecting the use of intellectual property rights specifically adclressed in this Title]

J
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[MCS: Article 5
Protection of Biodiversity and Traditional knowledge

1. The Parties recognise the importance and value of biological diversity and its
components and of the associated traditional knowledge, innovations and practices of
indigenous and local communities2. The Parties furthermore reaffirm their sovereign rights over
their natural resources and recognise their rights and obligations as established by the
Convention of Biological Diversity of 1992 (henceforth referred to as CBD) with respect to
access to genetic resources, and to the fair and equitable sharing of benefìts arising out of the
utilisation of these genetic resources.
2.

The Parties reaffirm Article 8û) of the CBD and recognise the past, present and future
contribution of indigenous and local communities to the conservation and sustainable use of
biological diversity and all of its components and, in general, the contribution of the traditional
knowledge3 of their indigenous and local communities to the culture and to the economic and
social development of nations.

t In accordance with Aticle 15 paragraph T of the CBD, the Parties reaffìrm their
obligation to take measures [, as appropriate], with the aim of sharing in a fair ancl
equitable way the benefits arising from the utilization of genetic resourcesa ter-elthei+
d€rivativess]. The Parties alse recognise that [EU: rnutually agreed tenns rnay include]
benefit-sharing obligations [EU: in relation to intellectual property rights sJ+all-inelude

l
arising from the use of genetic resources or associated traditional knowledge [EU: and

l.
For consideration of both MCS and EU:
[Second sentence: The Parties recognise that mutually agreed tenns for the sharing of such
benefits may include obligations in relation to intellectual property rights arising from the use of
genetic resources and/or associated traditional knowledge. ]
[The Parties shall promote the fair and equitable sharing of benefrts arising from the use of
genetic resources and, where appropriate, measures for access to such resources. ]

4.

MERCOSUR and the EU shall collaborate in further clarifying the issue and concept of
misappropriation of genetic resources and associated traditional knowledge, innovation and
practices so as to find, as appropriate and in accordance with the provisions of international and
domestic law, measures to address this issue.

5.
The Parties shall cooperate, subject to domestic legislation and international law, to
ensure that intellectual property rights are supportive of, and do not run counter to, their rights
and obligations under the CBD, in so far as genetic resources and associated traditional
knowledge of the indigenous and local communities located in their respective territories are
concerned. The Parties reaffirm their rights and obligations under Anicle l6 paragraph 3 of the
CBD in relation to countries providing genetic resources, to take measures with the aim to
provide access to and transfer of technology which makes use of such resources, upon rnutually

2

For the pulposes

ofarlicle 5, "indigenous and local cornrnunities" nray include descendants ofenslaved Africans and s¡nall

farr¡rcrs.
discusse<l in rclg,ant inteulational l'ora.

couDlty
5

EU-will+overt-i f:it-is-aoeeptable.
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agreed terms. This provision shall apply without prejudice to the rights and obligations under
Article 3l of the TRIPS Agreement.

Ç

The Parties IMCS: shall take into due considemtion tlte implementation of a mandatory
requirement for] [EU: acknowledge the usefulness of requiring s+ail+eqüire} the disclosure of
the origin or soulce of genetic resources [MCS: , their derivatives, and their digital sequence
information] and associated traditional knowledge in patent applications, considering tliat this
contributes to the transparency about the uses of genetic resources and associated traditional
knowledge.

7.
[EU: The Palties agree tlrat bene{its arising frorn the eernmereializatien ef preduets
sriginating frem the utilization ef genet:e reseurees er assoeiated traditienal knewledæ;

;.1
8-_
9.

Recognising the special nature of agricultural biodiversity, its distinctive features and
problems needing distinctive solutions, the parties agree that access to genetic resources for
food and agriculture shall be subject to specific treatment in accordance with the International
Treaty on Plant Genetic Resources for Food and Agriculture (2001).

10. The Parties may, by mutual agreement, review this
conclusions of multilateral discussions.

futicle subject to the results and

[EU:*l-i=*]þe-eontraeting pa.r'ties*hal.l-not*egister-as-tmelerna.rks:--eorrrnolt names-assoeiated.-with-.the

biediversity; tra
expressiens'_This_pte}riUition*napUe-applieable-onþwhen:thesæornrhofl:-rlÍÌnle¡-are-indieations
eeneeraing the kindr qua

Article 6
Exhaustion

l.
Each Party shall be free to establish its own regime
property rights subject to the provision of the TRIPS Agreement.

for

exhaustion

of

intellectual

2.

In the area of copyright and related rights, exhaustion of rights applies only to the
distribution to the public by sale or otherwise of the original of tangible works or tangible
copies thereof.

[EU: Move the whole article to the Cooperation Chapter]

Te c hn o I o

L
transfer
ó

gt

Article 7
d Te c h n i c a I C o o p e ra ti o n

Tran sfe r an

subject to their resources and dornestic policies, the Pafties shall encourage access and
of technology between enterprises and/or institutions established in each other's

Witltout pre.judice to the irnplementation of this Chapter, the Parties acknowleclge that the concept of
traditional knowledge is discussed in relevant itrtentational fora.
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tenitory. Particular attention shall be paid to the conditions necessary to create an adequate
enabling environment to promote technology transfer, on mutually agreed terms and conditions
and taking into account the legitimate interests of the IPR holders.

2.

The Parties are encouraged to exchange information related to public domain

technologies in their temitory.

3.
The Parties shall encourage mechanisms for the participation of entities and experts of
their respective systems of science, technology and innovation, in projects and joint research,
development and innovation networks, with the purpose of strengthening their capacities
building in science, technology and innovation. Those mechanisms may include:
a) joint

research, innovation and technological development activities as

well

as

educational and research projects;

b) visits, training and exchanges of scientists, researchers, interns, and technical
c)
d)

e)
Ð
g)

experts;

joint organisation of scientific seminars, conferences, symposia and workshops, as
well as the participation of MERCOSUR and EU experts in those activities;
joint research, development, and innovation networks;
exchange and sharing of equipment and materials;
promotion of the evaluation ofjoint work, and the dissemination of results; and
any other activity agreed upon by the Parties.

4.

The Parties should consider establishing mechanisms for the exchange of information about
research, development and innovation projects financed from public and private resources.

5.

The Parties shall facilitate and promote the use of incentives granted to research and
academic institutions and enterprises in its teritory for the transfer of technology to
institutions and enterprises from the signatory MERCOSUR and the EU in order to enable
them to establish a viable technological base.

ArticleT.2
Acce.çs to nteclicines

l.

[EU:

l.

Tlre parties agree te eapaeity buileling; mutual aelviee anel suppert anel teelurelegy
iers__+e

res.]

IMCS Alternative texl
Acce.çs trs Health

TFor thc purposes of this Chaptcr, discasc Typcs l, Il ancl lll shall bc un(lerstood by rcfÞrence to the catcgolics crcated by thc
Conrnrission on Macrocconourics aud Health ol'thc Wolld Hcalth Organizatiou and âccoptcd by thc Consultativc Expcrt Wolking
Glou¡r on Rcscarch and Dcvclopnrcrrt: Financing and Coordination in its 2012 r'cport.

6

Limited

Limited
Without prejudice
1- Tlie Parties agree to strengtlien the research and clevelopmeut of vaccines ancl medicirtes for
the comrnunicable and non courmunicable diseases that prirnarily affect cleveloping countries,
ancl provicle access to affordable essential medicines and vaccines, in accordance with the Doha
Declaration on the TRIPS Agreement and Public Flealth.

2- The obligations of this Chapter clo not and should not prevent a Party from taking rneasures
to protect public health. Accordingly, while reiterating tlieir comrnitment to this Chapter, the
Parties affirm that this Chapter can ancl should be interpreted and implernented in a marlner
supportive of each Pafly's right to protect public health and, in paÍicular, to promote access to
medicines for all.

Article

8

Competition and Intellectual Property

The Parties shall prohibit any practices or tems and conditions in licensing and other
agreements involving intellectual property rights that distoft competition and/or have adverse
effects on trade and/or impede the transfer of teclmology. IEU Proposes to delete this arlicle and
maintain the paragraph 4 article 3]

Section 2- Standards Concerning Intellectual Property Rights

Article 9
Copyright and related rights

Article 9.1
Internatíonal Treaties
The Parties reaffirm their rights. and obligations under the following international agreements
taking into consideration that treaties are not binding on those that are not Parties to them:

a)

The Berne Convention for the Protection of Literary and Artistic Works ('the Berne

Convention');

b)

The Intemational Convention for the Protection of Performers, Producers of Phonograms

and Broaclcasting Organisations (hereinafter referred to as the "Rome Convention"); and,

c)

The Marrakesh Treaty to facilitate access for persons who are blind, visually impaired, or
otherwise print disabled.

d)

The WIPO Copyright Treaty, adopted.in Geneva on 20 December 1996; and

e)

The WIPO Performances and Phonograms Treaty, adopted in Geneva on

20

December 1996.
Ð

Beijing Treaty on Audiovisual Performances.

Article 9.2
Authors
Each Party shall provide for authors the exclusive right to authorise or prohibit
7
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l.
Direct or indirect, temporarys or permanent reproduction by any means and in any form,
in whole or in part of their works;
2.

Any form of distribution to the public by sale or otherwise of the original of their works

or ofcopies thereof;

3.
Any communication to the public of their works, by wire or wireless means. For the
purposes of tlús Chapter, streaming shall [EU: may] be considered communication to the public.
[EU: MCS to consider deleting the second part o1'this paragraph]
4.
The making available to the public of their works in such a way that members of the
public may access them from a place and at a time individually chosen by them. Parties shall be
free to use the term "communication to the public right" or "distribution right" adapted and
according to their domestic law, with regard to works on demand or the making available right.
[EU on the second sentence (this text could be inclucled in a footnote to Article 9 as applicable
to the entire Article 9): Parlies shall be fì'ee, in their domestic law, to use diffelent names for the
rights set out in this Article provicled tlie agreecl levelof protection is ensured.]
Article

9.3

Perfornters
Each Parly shall provide for performers the exclusive right to authorise or prohibit:

1.
2.

The fixatione of their perfonnances;

3.

The distribution to the public, by sale or otherwise,

The direct or indirect, temporary or permanent reproduction by any means and in any
form, in whole or in part of fixations of their performances;

of the fixations of

their

performances.

4.

The broadcasting by wireless means, and the communication to the public of their
performances, except where the performance is itself already a broadcast performance or is
made from a fixation. This article also applies for broadcasting by wire means when the
legislation of a Party allows it.

5.
The making available to the public of fixations of their performances in such a way that
members of the public may access them from a place and at a time individually chosen by them.
Parties shall be free to use the tern'ì "communication to the public right" or "distribution right"
adapted and according to their domestic law, with regard to works on demand or the making
available right.

Article

9.4r0

I For the pr¡rposes of Article 9, thc terrn ('tenìporary': ureans reproduction for a limited
¡reriod and does not includc incidcntal or'
e¡rherneral reproduction. By "incidcntal" or"'cphcrrroral" wc undcrstand the type of re¡rroduction having the sole purpose of
makingaworkacccssibleinstcadolnlakirìgacopy. Actsof re¡rroductionwhicharcaninlegral andesscntial pallofâproccss
and whosc sole ¡lupose is to enable
- a transnrission in a network betwcen thir'd parries by an interrucdiary, or
- a lawful use ofa wolk or other subjcct-matter to bc nradc, and which have no inde¡rendent eco¡ìonric significance.
e Fixation rncans the enrbodinrcnt of sounds ol inrages, ol of the re¡>resentations the¡'eof, fronl which they can bc pcrccived,
re¡rroduced or conrnrunicated through a devicc.
ro For the pulposcs ofArlicle 9, subject to domestic legislation, cach Parly nray gllnt exclusive lights, as regards thc broadcasting
and conr¡lunicalion to the public ol'¡rhonogranrs published for conrncrcial pur?oses, to pel'folrìreß aud producers of
phonoglams.
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Producers of phon o grams
Each Party shall provide for phonogram producers the exclusive right to authorise or prohibit:

l.
The direct or indirect, temporary or permanent reproduction by any means and in any
form, in whole or in part of their phonograms;

2.

The distribution to the public, by sale or otherwise, of their phonograms, including

copies thereof;

3.
[EU: According to the domestic law of the Parties], the broadcasting by wire or wireless
means, and the communication to the public of their phonograms. [EU: SuUjee+-+e-¿emestie
tegistation Pa"ies

,@

phenegrams-l (EU to provide explanation on the need to clarify the relation of this paragraph

with Article 9.6)

4.

The making available to the public of their phonograms in such a way that members of
public
the
may access them from a place and at a time individually chosen by them. Parties shall
be free to use the term "communication to the public right" or "distribution right" adapted and
according to their domestic law, with regard to communication of their phonograms on demand
or the making available right.

Article
B r o adcas tin

g

9.5

O rganis ati

Each Party may stipulate the legal requirements

ons

in their

domestic laws as

to what is to

be

considered a Broadcasting Organisation and also shall provide them with the exclusive right to
authorise or prohibit:

l.
2.
3.
4.

The fixation of their broadcasts;
The direct or indirect, temporary or permanent reproduction by any means and in any form,
in whole or in part, of fixations of their broadcasts;
[EU: SuÞieet te the-de"nestie legislatien ef the parties; the eenrnunieatien te the publie ef
the¡r-åreadeastql [EU: If proviclecl for in the clomestic legislation of the Party, the
communication to the public of their broadcasts]
The making available to tlie public, by wire or wireless means, of fixations of their
broadcasts, whether these broadcasts are transmitted by wire or over the air, including by
cable or satellite in such a way that members of the public may access them from a place

individually chosen by them. Parties shall be free to use the term
"colrununication to the public right" or "distribution right" adapted and according to their
domestic law, with regard to the communication of the fixation of their broadcast on

and at

a time

dernand or the rnaking available right.

5. The distribution to the public, by sale or otherwise, of fixations of their broadcasts, and;
6.Therebroadcastitlgoftlreirbroadcasts[EU:@bywirelesslneal1S,
or where the dornestic legislation so provicles retransmission by wire means], as well as the
communication to the public of their broaclcasts if such communication is made in places
accessible to the public against payment of an entrance fee.

9
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Article 9.6
Right to remuneration.for broadcasting and communication to the public

l.
The Parties shall provide a right in order to ensure that a remuneration is paid by the
user to the performers and producers of phonograms, if a phonogram published for commercial
pulposes, or a reproduction of such phonogram, is used for broadcasting by wireless means or
for any communication to the public.
2.
The Parties shall provide either that the remuneration be claimed from the user by the
performer or by the producer of a phonograln or by both. The Parties may enact legislation that,
in the absence of an agreement between performers and producers of phonograms, sets the
tenns according

to which performers and

producers

of

phonograms shall share such

remuneration.

Article 9.7
Term of protection

l.
The rights of an author of a literary or artistic work within the meaning of A¡ticle 2 of
the Berne Convention shall run for the life of the author and not less than 50 years or for 70
years where the domestic legislation of the Parties so provides, after the author's death. With
respect to photographic and cinematographic works the Parties will establish the term of
protection according to their domestic laws.
2.

In the case of a work of joint authorship, the term refered to in paragraph

I shall be

calculated from the death of the last surviving author.

3.
In the case of anonymous or pseudonymous works, the term of protection shall run for
not less than 50 years or for 70 years where the domestic legislation of the Parties so provides,
after the work is lawfully made available to the public. However, when the pseudonym adopted
by the author leaves no doubt as to his identity, or if the author discloses his identity during the
period refemed to in the first sentence, the term of protection applicable shall be that laid down
in paragraph 1.
4.

The rights of performers in a performance otherwise than in a phonogram shall expire
not less than fifty years after the date of the performance.

5.

The rights of perfonners and producers of phonograms shall expire not less than 50
years or for 70 years where the domestic legislation of the Parties so provides after the fìxation
is lawfully published or lawfully communicated to the public. According to their domestic law,
the Parties may adopt effective measures in order to ensure that the profit generated during tlie
20 years of protection beyond 50 years are shared fairly between the performers ancl producers.
6. The tenn of protection of the rights of the broadcasting organisations shallbe at least 20 years

frotn the f,trst broadcast, or 50 years if the domestic legislation of the Parties allows.

7.

The tenns laid clown in this Article shall be calculated fi'om the l st January of the year
following the event.
8

The terrns of protection may exceed the periods provided for in this Article.
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Article X.l2
Resale Right
Each Party may provide, for the benefit of the author of graphic or plastic art, a resale
right, defined as an inalienable right, which cannot be waived, even in advance, to receive
a percentage ofthe price obtained from any resale ofthat work, after the first transfer of
that work by the author,
2.

J

4.

The right referred to in paragraph I may apply to all acts of resale involving as sellers,
buyers or intennediaries art market professionals, such as salesrooms, art galleries and, in
general, any dealers in works of art.
Each Party may provide that the right referred to in paragraph I may not apply to acts of
resale where the seller has acquired the work directly from the author less than three years
before that resale and when the resale price does not exceed a minimum amount.

Each Party may provide that authors who are nationals of third countries and their
title may enjoy the resale right in accordance with the Agreement and the
legislation of the Party concerned only if the legislation of the country of which the
author or his/her successor in title is a national permits resale right protection in that
country for authors from the Party concerned and their successors in title.
successors in

Article 9.8
Cooperation on collective management of rights

l.

The Parties agree to promote cooperation, transparency and non- discrimination of
collective management organisations, in particular as regards the revenues they collect,
deductions applied to such income, the use of the royalties collected, the distribution policy and
their repertoire, including in the digital environment.

The Parties hereby undertake to ensure that where a collective management
organisation established in the territory of a Party represents a collective management
organisation established in the territory of another Party in a representation agreement, the

2.

representative organisation does not discriminate against entitled members of the represented
organisation.
The representing collective management organisation must pay accurately, regularly,
3.

diligently, and

in full transparency, the amounts

owed

to the

collective

mânagement

organisation and provide the represented organisation infonnation on the amounts of revenue
collected on its behalf and the deductions made.

Article 9.9
Exceptions and limitations

l.

Each Party shall provide for exceptions and limitations to the exclusive rights only in
ceftain special cases which do not conflict with a nonnal exploitation of the subject matter ancl
do not unreasonably prejudice the legitimate interests of the right holders.

1l
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2.

The Parties shall provide that temporary acts of reproduction which are transient or
incidental, which are an integral and essential part of a technological process and the sole
purpose of which is to enable:

(a) A transmission in a network between third parties by an intermediary; or
(b) A lawful use of a work or other subject-matter to be rnade, and which have no
independent economic significance, shall be exempted from the reproduction right.

Article X.l5
Technological Protectíon Measures
Parties shall provide adequate legal protection and effective legal remedies against the
circumvention of effective technological measures that are used by right holders in connection
with the exercise of their rights under this Agreement and that restrict acts which are not
autliorised by the right holders concerned or permitted by law.
The Parties, (EU: where permissible in accorclance to their clomestic law) shall (EU may)ensure
that right holders make available to the beneficiary of an exception or limitation the means of

benefiting from that exception or limitation, to the extent necessary to benefit from that
exception or limitation.

Article 9.10
Obligations concerning Rights Management Inþrmation

1.
The Parlies shall provide adequate legal protection against any person knowingly
performing without authority any of the following acts:
(a)

The removal or alteration of any electronic rights-management information;

(b)

The distribution, importation for distribution, broadcasting, communication or making
available to the public of works or other subject-matter protected under this Agreement from
which electronic rights-rnanagement information has been removed or altered without
authorisation, if such person knows, or has reasonable grounds to know, that by so doing he is
inducing, enabling, facilitating or concealing an infringement of any copyright or any related
rights.

2.

For the purposes of this article "rights-management information" means any
infonnation provided by right holders which identifìes the work or other subject-matter referred
to in this Agreement, the author or any other right holder, or infonnation about the tenns and
conditions of use of the work or other subject-matter, and any numbers or codes that represent
such infonnation.

3.
The subparagraph l shall apply when any of these items of information is associated
with a copy of, or appears in comrection with the comrnunication to the public of, a work or
other subject-rÌlatter refered to in tliis Aticle.
4.

The Panies shall ensure that this protection shall not harm non-infringing uses
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Article l0
Trademarks

Article

x.l7

International Agreements
Each Party:

(a)

shall comply with the Nice Agreement Conceming the lntemational Classification of
Goods and Services for the Purposes of the Registration of Marks, done at Nice on 15
June 1957, as amended on 28 September I 979 ("Nice Classification")rr; and,

(b)

shall make best efforts to comply with the Protocol related to the Madrid Agreement
concerning the International Registration of Marks, adopted at Madrid on 27 June 1989,
as last amended on l2 November 2007.

Article

10.1

Regis tration Procedure

1. The Parties shall establish a system for the registration of trademarks in which each final
negative decision, including the partial refusal of registration issued by the relevant trademark
administration, shall be notified in writing and duly reasoned and open to challenge.
2.

The Parties shall provide for the possibility to oppose applications to register trademarks or,
where appropriate, the registration of trade marks. Such opposition proceedings shall be adversarial.

3.

The Parlies shall provide a publicly available electronic database of applications

and

registrations of trademarks.

Article

10.2

Rights conferred by a trademark
The registered trademark shall confer on the proprietor exclusive rights therein. The proprietor
shall be entitled to prevent all third parties not having his consent from using in the
course oftrade:

(a)

Any sign which is identical with the tradernark in relation to goods or services which are
identical with those for which the trademark is registered;

(b) Any sign where, because of its identity with, or similarity to, the trademark and the identity
or similarity of the goods or services covered by the tmdernark and the sign, there exists a likelihood
of confusion on the part of the public, which includes the likelihood of association between the sign
and the trademark.

Article
Wel I - kn

10.3

own Tradentarks

rr This obligation only applies to tradernarks registered after the date of adoption of the Nice
classification criteria or of accession to the instrument.
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1.

Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to services.
determining whether a trademark is well-known, Members shall take account of the
knowledge of the trademark in the relevant sector of the public, including knowledge in the
Member concerned which has been obtained as a result of the promotion of the trademark.

In

2.

A¡ticle 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to goods or
seruices which are not similar to those in respect of which a trademark is registered, provided
that use of that trademark in relation to those goods or seruices would indicate a connection
between those goods or services and the owner of the registered trademark and provided that the
interests of the owner of the registered trademark are likely to be damaged by such use.

3.

For the purpose of giving effect to protection of well-known trademarks, as referred to
paragraphs 2 and 3 of Article 16 of the TRIPS
Agreement, each Party shall take into due consideration the principles established in the Joint
Recommendation Concerning Provisions on the Protection of Well-Known Marks adopted by
the Assembly of the Paris Union for the Protection of Industrial Property and the General
Assembly of the WIPO at the Thirty-Fourth Series of Meetings of the Assernblies of the
Member States of WIPO on 20 to 29 September 1999.

in A¡ticle 6bis of the Paris Convention and

Invatidation

oy mu

,ffi'f,]f

,too,,""tion in

bact

faith

A trade mark shall be liable to be declared invalid where the application for registration of the
trademark was made in bad faith by the applicant. The Parties may also provide that such a
trademark shall not be registered.

Article

10.6

Exceptions to the Rights Conferred by a Trademark

l.
Each Party shall provide for limited exceptions to the rights confered by a trademark
such as the fair use of descriptive terms, including in the case of geographical indications, and
they may provide other limited exceptions, provided such exceptions take account of the
legitimate interests of the owner of the trademark and of third parties.
2.
(a)
(b)

The trademark shall not entitle the owner to prohibit a third parly frorn using:

Their own name or address where that tliird party is a natural personal;

Indications concerning the kind, quality, quantity, intendecl purpose, value, geographical
origin, the tirne of production of goods or of rendering of the service, or dther characteristics of
goods or services;

(c)

The trademark where it is necessary to indicate the intendecl purpose of a product or
service, in particular as accessories or spare parts; provided he uses them in accordance with
honest practices in industrial or conunercial matters.

Article

11

Designs

EU: Article X.24

International Agreements

t4
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Each Party shall make the best efforts to comply with the Geneva (1999) Act of the Hague
Agreement Concerning the International Registration of Industrial Designs done at Geneva on 2

July 1999.

Article

11.1

Protection of Registered Designs
Each Party shall provide for the protection of independently created designs that are
L
new and originalr2. This protection shall be provided by registration and shall confer an
exclusive right upon their holders in accordance with the provisions of this article.

2.

The holder ofa registered design shall have at least the right to use and prevent third
parties not having the owner's consent at least from using and notably making, offering for sale,
selling, putting on the market, importing, exporting, stocking such a product or using articles

bearing or embodying the protected design when such acts are undertaken for commercial
purposes, unduly prejudice the normal exploitation of the design, or are not compatible with fair
trade practice.

Article 11.2
Term of Protection
The duration of protection available, including renewals, shall amount to at least
the date of filing the application.

Article

l5 years from

11.3

Protection Conferred to Unregistered Designs
Each Party may establish legal means to prevent the use of unregistered designs, according to
their domestic law.

Article 11.4
Exceptions and Exclusions
I

Each Party may establish limited exceptions to the protection of designs, provided that
such exceptions do not unreasonably conflict with the normal exploitation of protected
designs and do not unreasonably prejudice the legitimate interests of the owner of the
protected design, taking account of the legitimate interests of third parties.

2

Design protection shall not extend

to designs dictated

essentially by technical or

functional considerations.

Article 11.5
Relations hip to Copyright

t2

For the purpose of this Article, a Party may consider that a design having individual character is
original.
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A design shall also be eligible for protection under the law of copyright of a Party when this
protection is prôvided for by its legislation and the requirements are met, as from the date on
which the design was created or fixed in any form. The extent to which, and the conditions
under which, such a protection is conferred, including the level of originality required, shall be
determined by each Party.

Article l2*
G eo

graph i ca I Indicati ons

* Parties referred to are the EU and Mercosur

as such

Article

12.1

Protection of Geographical Incliccttions

L

This Article applies to the recognition and protection of geographical indications

originating in the territory of the Parties.

2.

The Parties shall take the necessary measures to implement the protection of
geographical indications refered to in paragraph 1 in their territories, determining the
appropriate method for such implementation within their own legal system and practice.

3.
The established geographical indications of a Party to be protected by the other Party
shall only be subject to this Article if they are protected as geographical indications in the
territory of the Party of origin in accordance with its system of registration and protection of
geographical indications.

4.
The Parties, having examined both the legislation of the other Party referred to in Annex
I to this Article and the geographical indications of the other Party listed in Annex II, and
having completed an objection procedure or public consultation related to the geographical
indications of the other Party listed in Annex II, undertake to protect since the date of entry into
force of the Agreement those geographical indications in accordance with the level of protection
laid down in fthe Anicle 12.3] this AÍicle.

Article 12.2
Addition of new Geographical Indications

L

[The Parties agree on the possibility to add in Annex II new geographical indications or
existing geographical indications not included in the Agreement, the latter on an exceptional
basis, to be protected pursuant to a mutually agreed decision taken by the fJoint Comrnittee] set
up in accordance with Article 12.7 and after having completed the steps described in Article
12.l .4 to the satisfaction of both Parties.l

PROVISIONS OF THIS ARTICLE ARE SUBJECT TO FTNAL DECISION
NEGOTIATORS' LEVEL.

Article
Scope of Protection

þr

AT

CHIEF

12.3

Geographical Indications

t6
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1.

For the geographical indications listed in Annex

II

each Party shall provide the legal

means, according to its domestic legislation, for interested parties to prevent:

(a)

The use of any means in the designation or presentation of a good that indicates or
suggests tliat the good in question originates in a geographical area other than the true place of
origin, in a manner which misleads the public as to the geographical origin of the good;

(b)

Any other use which constitutes an act of unfair competition within the meaning of
Article 10bis of the Paris Convention for the Protection of lndustrial Property (1967) done at
Stockholm on 14 July 1967.

2.

For the geographical indications listed in Annex II, the Parties shall also provide the

legal means according to its domestic legislation, for interested parties to prevent:

(a)

any direct or indirect corunercial use of a protected name for comparable products not
complying with the product specifìcation of the protected name, or that exploits the reputation
of a geographical indication;

(b)

the use of a geographical indication not originating in the place indicated by the
geographical indication, even where the true origin of the goods is indicated or the geographical
indication is used in translation or accolnpanied by expressions such as "kind', 'type', 'style',
'imitation' or the like;

(c)

of a protected name of a geographical
indication; or against any false or misleading indication to a protected name of a geographical
indication; or against any practice liable to mislead the consumer as to the true origin,
provenance and nature ofthe product.
against any misuse, imitation or deceiving use

3.

Regarding the relationship between trademarks and geographical indications, the Parties
agree on the following:

(a) Where a geographical indication is protected under this Article, the Parties shall refuse
the registration of a trademark for the same or a similar product, the use of which would
contravene this Afticle, provided that an application for registration of the trademark was
subrnitted after the date of application for protection of the geographical indication on the
territory concerned. Trademarks registered in breach of this subparagraph shall be invalidated
according to the legislation of the Parties.
(b)

For geographical indications listed in Annex II at the date of entry into force of the
Agreement, the date of submission of the application for protection refered to in paragraph 3(a)
shall be the date of the publication of the opposition procedure or public consultation in the
respective territories.

(c) [For geographical inclications refered to in Afticle 12.2, the date of submission of tlie
application for protection sliall be the date of the transmission of a request to another Party to
protect a geographical indicatiori.]
(d)

Without prejudice to paragraph 3(e), the Parties shall protect the geographical
indications referred to in Amex II also where a prior trademark exists. A prior trademark shall
17
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mean a trademark, which has been applied for, registered or established by use, if that
possibility is provided for by the legislation concerned, in good faith in the tenitory of one Party
before the date on which the application for protection of the geographical indication is
submitted by the other Party under this Agreement.
Such trademark may continue to be used, renewed and be subject to variations which may
require the fìling of new trademark applications, notwithstanding the protection of the
geographical indication, provided that no grounds for the trademark's invalidity or revocation
exist in the legislation on trademarks where the trademark has been registered or established.

Neither the prior trademark nor the geographical indication shall be used in a way that would
mislead the consumer as to the nature of the intellectual property right concerned.

(e)

The Parties shall not be obliged to protect a geographical indication in the light of a
famous, reputed or well-known trademark, where the protection is liable to mislead the
consumer as to the true identity of the product.

4.

Nothing shall prevent the use by a Party, with respect to any product, of a customary
name of a plant variety or an animal breed, existing in the teritory of that Party as of the date of
entry into force of this Agreement.13

5.
Nothing shall prevent the use by a Party of an individual component of a multicomponent term that is protected as a geographical indication in the territory of that Party if
such individual component is a term customary in the common language as the common name
for the associated good.ra

6.

the case that the name of a geographical indication constitutes a tenn commonly
used, the GI may be protectecl without prejuclice of tlie term still being used in the common

[n

language.l
7

.

If a translation of a geographical indication is identical with or contains within it a term

customary in common language as the common name for a product in the territory of a Party,
or if a geographical indication is not identical with but contains within it such a term, the
provisions of this Article shall not prejudice the right of any person to use that term in
association with that product.

8.

Regarding homonymous geographical indications, the Parties agree on the following:

(a) [n the case of existing or future homonymous geographical indications of the Parties for
products falling within the same product categoryrs, both will coexist per se, and each Pafy
shall determine the practical conditions under which the homonymous indications in question
t3

The Parties define via side letter [EU: in the Appendix to Annex
breeds the use ofwhich shall not be prevented.

t4

The Parties define [EU: in the Appendix to Anuex

II]

II]

the plants varieties and animal

the terms for which protection is not

sought/granted.

l5

In accordance with the Nice Agreement Concerning the International Classification of Goods and
Services for the Purposes of the Registration of Marks, done at Nice on 15 June 1957, and its
amendrnents.

l8
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shall be differentiated from each other, taking into account the need to ensure equitable
treatment of the producers concerned and that consumers are not misled.

(b) Where a Party, in the context of negotiations with a third country proposes to protect a
geographical iridication from that third country, and the name is homonymous with a
geographical indication from the other Party, the latter shall be informed and be given the
opporlunity to cornment before the name is protected.
(c)

[MCS: 3. Where a Pafty, in the context of negotiations with a tliird countly obtains
recognition to protect a geographical indication, and the name is homonyrnous witli a trade
mark or a generic narre which is used by the other Party to export a goocl to that thircl country,
the saicl recognition slmll not prevent the continuation of the use of the generic name in that
third country.l

9.
[F'or the geographical indications listed in Annex II, the level of protection is agreed by
the Parties, as it indicated in each case.]
10. [Protected geographical indications listed in Annex II shall not become generic in the
teritories of the Parties.l MERCOSUR WILL PROVIDE ADDITIONAL TEXT
I l.
There shall be no obligation under this Chapter to protect geographical indications
which are not or cease to be protected in their place of origin.

12. The provisions of this Chapter shall not prejudice the right of any person to make
commercial use of that person's name or the name of that person's predecessor in business,
except where such name is used in such a manner as to mislead the public.
Exceptions

[MCS: 5. Nothing in this Aticle sliall prevent the use by nationals of MERCOSUR countries
within or without the territory of each Partyof a geographical indication of the European Union
with respect to goods f'or which the relevant indication is identical witli the term customary in
conìIl'ìon language as the colnmon naure for such goods in the territory of MERCOSUR
countries.]

Article 12.4
Right
of
Use
of Geographical Indications
IBU:

l.
A geographical indication under this Agreement may be used by any operator marketing
agricultural proclucts, foodstuffs, wines, aromatised wines or spirit drinks which conform to the
corresponding specifi cation.

2.

[Once a geographical indication is protected ulider this agreement, the use of such
protected name shall uot be subject to any registration of users, or fufther charges.] LINDER
CONSIDEIìATION MCS

3.

flndications, abbreviations and syrlbols referring to the geographiczrl inclication rnay
only be used in relation to the product plotected or registerecl in the respective territories ancl
producecl in conformity with the con'esponding procluct's specification or regulation.] UNDER

t9
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CONSIDERATION MCS
Article 12.5
Enforcement of Protection

The Parties shall provide the legal means for interested parties to seek enforcement of the
protection provided for in Articles 12.3 via appropriate administrative action by public
authorities and via judicial steps, within their own legal system and practise.

Article 12.6
General Rules

l. Imporl, export and marketing of products corresponding to the names refered to in
Annex II shall be conducted in compliance with the laws and regulations applying in the
tenitory of the Party in which the products are placed on the market. [MCS: For wine products
and spirits irnported from MERCOSUR listecl in Annex II, the existence in the EU of traditional
expressions usecl on the label, cannot irnpede or restrict the placed in the EU market of those
MERCOSUR products.l

Article 12.7
[Joint Committee], cooperation and transparency

l.
The Parties agree to set up a [Joint Committee] consisting of representatives of the
European Union and MERCOSIIR countries with the purpose of monitoring the development of
this Article and of intensifying their co-operation and dialogue on geographical indications.
2.

The lJoint Committee] adopts its decisions by consensus. It can determine its own rules
of procedure. It shall meet at the request of either of the Parties, alternatively in the European
Union and in the MERCOSUR countries, at a time and a place and in a lnanner (which may
include by videoconference) mutually determined by the Parties, but no later than 90 days after
the request.

3.

The [Joint Committee] shall also see to the proper functioning of this Article and may
consider any matter related to its implementation and operation. In particular, it shall be
responsible for:

(a)

taking decisions amending Annex I as regards the references to the law applicable in the

Parties,

(b)

taking decisions modifying Annex

II

as regard to geographical indications

and

exchanging information for that purpose,

(c)

exchanging information on legislative and policy developments on geographical
indications and any other matter of mutual interest in the area of geographical indications.

if a geographical

indication listed in Amex II ceases to be
protected in the territory of the Party concerned. Following such notification, the Joint
Committee shall modify Amex II in accordance with A¡ticle 12.7.3(b) to end the protection
under this Agreement.
Parties shall notify each other
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Only the Party in which the product originates is entitled to request the end of the protection
under this Anicle of a geographical indication listed in Annex II.

4.

Parties shall, either directly or through the [Joint Committee], remain in contact directly
on all matters relating to the implementation and the functioning of this Anicle. In particular, a
Party may request from the other Party'information relating to product specifications and their
amendments, as well as contact points for control provisions.

5.

A product specification referred to in this agreement shall be the one approved, including
any amendments also approved, by the authorities of the Party in the territory from which the
product originates.

6.

Parties may make publicly available the product specifications or a summary thereof
corresponding to the geographical indications of the other Party protected pursuant to this
Article, in Portuguese, Spanish or English.

ANNEX

I

Legíslatíon of the Partíes
1.

ARGENTINA

GI
Ley 25.380 - lndicación Geográfica y Denominación de Origen de productos agrícolas y
alimentarios
Ley 25.966 - Modificatoria de la Ley No 25.380
Resolución 546/2011 - Aprobación de signos distintivos
Resolución 587/2010 - Registro de Indicaciones Geográficas y Denominaciones de Origen de
productos agrícolas y alimentarios
Decreto reglamentario 556/2009 - ReglamentalaLey 25.380 y su modificatoria
GI wines and spirits

Ley 25.163 - Vinos y bebidas espirituosas de origen vínico
Decreto Reglamentario No 57/2004
Resolución C

ll/04 (II.W)

Resolución C 35/02 - Publicación edictos, conforme ley en vigencia (Il.W)
Resolución C 8/03

-

Registro, protección y derecho al uso de una DOC (INV)

2.BR.AZIL
lnstrução Normativa No 2512013 (Instituto Nacional da Propriedade Industrial)
3. PARAGUAY
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Ley No 4.923

-

De indicaciones geográficas y denominaciones de origen

4.I.JRUGUAY
Ley No 17.011- Ley de marcas
Decreto Reglamentario No 341999

-

Reglamentación de la ley de marcas

5. BUROPBAN UNION

Regulation (EU) No ll5l/2012 of the European Parliament and of the Council of 2l November
2012, with its implementing rules, on quality schemes for agricultural products and foodstuffs.
Regulation (EU) No 1308/2013 of the European Parliament and of the Council of l7 December
2013 on the common organisation of the markets in agriculturalproducts and repealing Council
Regulations (EEC) No 922/72, (EEC) No 234/79, (EC) No 103712001 and (EC) No123412007.
Regulation (EC) No 11012008 of the European Parliament and of the Council
2008 and its implementing acts.

of

15 January

Regulation (EU) No 251/2014 of the European Parliament and of the Council of 26 February
2014 on the definition, description, presentation, labelling and the protection of geographical
indications of aromatised wine products and repealing Council Regulation (EEC) No l60l/1991

ANNEX

II

Part A
Geographìcøl indicøtions of the European Uníon as referred to in Artìcle 12.1

Part B
Geogrøphícal índìcatíons of Mercosur øs referred to in Artícle 12.1

IMCS: *Once tlre regístration procedure is concluded ín Paraguay, in accordance wilh its
domestíc legislatíort, the followíng GIs slmll be recogní4ed by the EUJ

[EU: *Tlre European Union shøll

o.ffer tlrc protectíon .foreseen in tlús Agreement to this
geogrupltìcal indícation once ít becomes.fully protected in Paraguay according to íts domestic
legìsløtíon and after tlrc scrutíny and ob.iection procetlure ís satisfuctorily contpleted ín the
European Uníon J'ollowíng the rerluest by Mercoslrr to grdnt such protectíon. J

Mereesu¡-eeun+ries-
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APPENDIX TO ANNEX

II

L

As regards the list of geographical indications of the European Union set out in Part A
of Annex II of XXX, the protection provided in accordance with Article 12.3 of the Agreement
is not sought in respect of the following individual terms, [MCS: or their translations,] which
are part of a compound geographical indication name:

"ãceite", "aceto balsamico", "aceto balsamico tradizionale", "alla cacciatora" "almkäse",
"alpkäse", "amarelo","aprutino" "aquavit", "alwavit", "apfel", [MCS: "aromalyzomana
ekstralçtem z Lrawy zubrowej",f "azafrcin", "ctzalee", "azeite", "bärlikör", "beef', "bergkäse",
t'beurre", "bier", "bleu", "blue cheese", "bæLtf', "brandy", "bratwürste",
"berry liqueur",
t'brezn",
"brez'n", "brezel", "brie", "clcciatora", "camembert", "candrd à
"bresaola", "breze",
gras",
"cantucci", "cantuccini", "cecina", "chmel", "chorizo", "chouriça de carne";
foie
"chouriço", "christstollen", "cítricos", "cítrics", "creanx", "crénxant", "culatello", "degtinè",
"dehesa", "edam" "enxmental", "emmentaler", "essence de lavancle", 'farmed salmon", [MCS:
"fournte",f "fleur" "fromage", "fruit liqueur", "fruktlikör", "geitenlcnas", "génisse", "gouda",
"grdukcise", [MCS:"grana",l "hedelmälikööri", "herbal vodka", "hopfen", "huile essentielle de
lat,ande", "huîtres", "jambon", "jantón", "katenschinken", "kqtenrauchschinken",
"lmochenschinken", "kirschwasser", "lçlobasa", "knöpfle", "kren", "kulen", "kürbiskernö1",
"lanxb", "lebkuchen", "linguiça", "llonganissa", "nmgiun de prune", "marjalikööri",
t'mëit'anslcy var", "mortadella", "mozzarella",
"mdultasclten", "nxed", "nxel", "mele",'
"mozzarella di bdala", [MCS: "nizittct",l "oli", "olie","original" "ovos ntoles", "pachdrán",
"pelela", t'panceta", "pancetta", "pasta", "pâté", "pecorino", "pêra", "picante","pivo", "plate",
"polvorones", "pon1odoro", "prekmursko buðno olie", "presunto", "priego", "prosciutto",
"provolone", "priut", "prlmeaux", "pruneaux mi-cuits", "pLtnsch", "punch", "queiio", "queso",
[MCS: "ratnine",] IMCS: "reblochon",l [MCS: "retsina",) "rhum", "riz", "rostbratwürste",
"saldnx", "salamini", "salchichón", "schinken", "sierra", "sobrasada", "spätzle", "speck",
"stollen", "suppenmaultaschen", "szelá.mi", "téli.çzalánti", "telemea", "luicã zetea", "turrón",
"vin de pd!s", "vin mousseux de qualité", "vinars", "vinho", "vin", "vino", "wein", "wine",
"ttisce beatha", "vinohradnícka oblasf", "vodka", "weihnachtsstollen", "whiskey", "whisþ",
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"white cheese", "wijn""wódka", "wódka ziolowa", "zanxpone", "zeiink",

"rcovoepþo),m"

(lconservolia), "rcopwîmrcq oraçíôa" (korinthiaki stafida), "AooKoópI" (loukoumi), "¡ø.míya"
(masticha), "po3olo ivacno" (rozovo maslo).

2.

As regards the list of geographical indications of Mercosur set out in Part B of Annex II
of XXX, the protection provided in accordance with Article 12.3 of the Agreement is not sought
in respect of the following individual terms which are part of a compound geographical
indication name:

"alcauciles", "alcachofas", "chivito", "criollo", "nlanxón", "veranda", "cordero", "dulce de
membrillo", "melón", "salame", t'salame típico", "mete", "yerba mate", ["chorizo",
"batiburrillo", "frutilla", "mango", "sandía", "aó po'i", "nancluti", "poncho", "licor", "vino",
t'stevia",
"yerbamate",
"kata he'e", "katueba", "nxenla'it', "bLlrrito", "chipa", "caíia", "miel
negra de caña", "melónt', "aceite de coco", "cecina", "naranje", "palmito".J

3.

EU: As regards names of a plant variety or an animal breecl existing in the territory of
the Mercosur as of the date of entry into force of this Agreeurent, the European Union notes that
the following terms related to a plant variety or an animal breed may continue being used,
including in labelling, by Mercosur after the clate of entry into fbrce of the Agreement:

"Kalapáta" (Kalamata), "Valencia Lote", "Alicttnte Buschet", "Caritián", "Charolais",
"Semillón", "Barbera", "Dolcetto", "Fiano", "Greco", "Lambrusco", "Lanlbrltsco Grasparossa",
"Montepulcieno", "Trebbiano Toscano ".

4.

EU: As regards naÍres related to a plant variety used in the territory of Mercosur as of
the date of errtry into force of the Agreement, the European Union notes that the use in labelling
of the following names shall be phased-out in Mercosur within a period of 5 years from the clate
of entry into force of the Agreement:
"Agen

"Bordô", "Castelttetro", "Chianti", "Mergot", "Pientonte", "Prosecco", "Sorbera",

"Tocai

"TuJfo".

5.
EU: As regards terms related to wine geographical indications of the European Union,
the European Union notes that the use in labelling of tlie following terms relatecl to methods of
elaboration or types of wine shall be phased-out in Mercosur within a periocl of 5 years from the
date of entry into force of the Agreement:
"Champenoise", "Asti", " Borgoña",

3.

MCS: As regards terms relatecl to geographical inclicatiorrs of the European Union, botll
Pafties agree tliat the following terms rnay continue being usecl accompanied by the expression
"type", in labelling from the date of entry into force o1'the Agreeurent:
TIPO Jijona, TIPO Alicante, TIPO Mtutchener, TIPO Roquefort, TIPO Gorgonzola, TIPO
Purma.

6.

Notwithstanding the protection of the European Union designation "Cava", this term
if it undisputedly refers to a synonym of
"bodega" or "adega", thus referring to a wine cellar, and provided no other elements in the
labelling or packaging of the said product would potentially create any consumer confusion as
to the origin or nature of this product and do not infi'inge the geographical indication as
protected in other ways.
may be used in Mercosur for a non-originating product
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7.
EU: Notwithstanding tl-re protection of tlie following Mercosur designations, these tenns
may be used in the European Uuion for a non-originating product provided no other elements in
the labelling or packaging of the said product would potentially create any consumer confusion
as to the origin or nature

of this product and do not infringe the geographical indication

as

protected in other ways:

"Barrencas", "confluencie", "el paraíso", "igle,sia", "las contpuertas", "las heras", "nxolinos",
"pocito", "sernlientot', "pantanal", "pelotctst', "serro", "altántida", "cenelones", "carnxelot',
"carpintería", "constanciu", "la crLlz", "las bruias", "las violetas", "nlanga", "progreso",
"saLrce", "coloniet', "soriano", "salto", t'rivera", "florest', "lø cøballøda", "los cerrìllos,
t'santos lugares",
tlvistaflores",
"vøllefiórtí|",
"rio negro", "colón", "la pøx", "santa rosø",
largo".
"cerro
(MCS this point i.ç unnecessary since it is cotteretl lsy Article el 12.3.6)

8.
Notwithstanding the protection of the European Union designation 'í>hd! (Feta), tbe
protection provided in accordance with Anicle 12.3 of the Agreement is not sought in respect of
the Spanish expression "corte en fetas" (cut in slices) where this expression may apply
concerning cheese products, except for white cheeses in brine, provided no other elements in the
labelling or packaging of such products would potentially create any consumer confusion as to
the origin or nature of those products and do not infringe the geographical indication"Ç>é;ta"
(Feta) as protected in other ways.
(MCS conclitionecl to the acceptance o./'the conclitions requestecl by MCS to protect the GI
Feta)
6.
MCS: Notwithstanding the protection of the European Union designation "Cognac", the
protection provided in accordance with Article 12.3 of the Agreement is not sought in respect of
the Portuguese language term "conhaque" wlien applied to spirits.
7.

MCS: Notwithstanding the protection of the European Union designation "Genièvre /
Article 12.3 of the Agreement is
not sought in respect of the Porluguese expression "Genebra" nor of the Spanish expression
"Ginebra" when applied to spirits.
(MCS: In case the GI is protected in MCS)
Jenever I Genever", the protection providecl in accordance with

8.
MCS: Notwithstanding the protection of the European Union designation "Danablu",
the protection provided in accordance with Article 12.3 of the Agreement is not sought in
respect ofthe Spanish expression "queso azul".
¡\.rticle l3
Palenl.s

MCS: Article

13.1

In terna ti ona I t raat ies

The Parties shall [EU: comply with] [MCS: make best effbrts to adhere to] the

Patent

Cooperation Treaty.

BU proposal to replace current articles X44 and X45 in the working document with MCS.

IAdministrativc Authorisation
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[Each Party shall provide for an adequate and effective mechanism to compensate the patent
owuer for the reduction in the effective patent life resulting from unreasonable delays in the
granting of the first rnarketing authorisation in its respective territory. Such compensation may
be in the fonn of an extension of the duration of the patent protection. The Parlies may lirnit this
extension to [....] years.l

MCS: Article 13.2
Patent procedure

1.

Each Party shall make best efforts to process patent applications in an efficient and
timely manner, with a view to avoiding delays. [EU: OK in principle but placement will be
discussed]

2.
The Parties shall require that an applicantþr a patent shall disclose the invention in a
manner sfficiently clear and complete for the invention to be carried out by a person skilled in
the art and may require the applicant to indicate the best mode þr carrying out the invention
known to the inventor at the filing date or, where priority is claimed, at the priority date of the
application. [art. 29 TRIPSJ

[MCS: Article 13.4
Exceptíons ancl limitati ons
The riglits conferred by a patent shall not extend to any of the following:

a)
b)

acts done privately and for non-comlnercial purposes;

acts done for educational purposes relating to the subject-rnatter

of the patented

invention;

c)

acts clone for research ancl experimental purposes relating to the subject-matter of the
patented invention;
d)
the use of patented biological rnaterial for the purpose of breecling, or discovering and
developing other plant varieties;
e)
the acts, studies, tests and trials relatecl or in connection with an application and/or a
procedure to obtain an authorization to place pharmaceutical, veterinarian or agrochemical
products on the market, ancl the cousequential practical requirements;
tlie preparation by a pharmacy, for individual cases, of a medicine in accotdance with a
Ð
medical prescription or acts concerning the medicine so prepared;
g) Temporary transit of patented proclucts in the nationalterritory of the Parties;
li)
Bona./ìde prior use;
i)
Personal use of patented medical products;
j)
Any other exception pemrittecl under Article 30 of the TRIPS Agreernent,]
[EU: Reference to Art. 30 TRIPS is needecl] [MCS: may be replaced by wording aft. 30 TRIPS
depencling on further cliscussions]

MCS: Article 13.5
Accotuttability to Civil Society
[Each Party shall urake their best ef'fioÍs to improve ancl lnake more transparent and effrcient the
lllanagelìtetlt and procedure for the granting of patents. To that end, each Party shoulcl monitor,
evaluate and publicly infiorni in a clear and cornprehensive way how the patent office is
perfbnning in terms of promotion of iunovation, transfer of technology, access to health arrd,
lïìore gellerally, serving the public interest.] [EU: will propose new wording]
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IArticle

13.6

Disclosure
The Parlies shall require that tl,e applicant for a patent shall disclose the invention in a maruler
sufficiently clear ancl complete. The Parties shall require that the applicant for a patent relating
to a phannaceutical product or process must inform, if existent by the time of the application or
afterwards as soon as included at the WHO Drug Infonnation, the Interuational Non-proprietary
Name (INN) associated to the product or process.] [EU: considers this issue covered by
language being cliscussecl in art. 13.2.21
[Placeholcler: MERCOSUR

will introduce additional text on this article]

[Article 13.7
Pctlent Opposition
The Parties shall make best efforts are-free to establish systems of-pre- and\or postgrant opposition systems, including through inter parte procedures. Oppositions may
be based, inter alia, on lack of novelty, inventive step or industrial applicability; nonpatentable subject matter; subject matter offensive to public interest or morality; and
insufficient disclosure, including lack of written description and enablement.l [EU:
prefers to delete this articlel

SUB-SECTION 6

Plønt Varíetíes
Article X.46
International Agreements
Each Party shall protect plant varieties rights, in accordance with the International Convention
for the Protection of New Varieties of Plants adopted in Paris on 2 December I 961 , as revised in
Geneva on November 10,1972, and on October 23,1978 (1978 UPOV ACT) or on March 19,
1991 (1991 IIPOV ACT), and shall cooperate to promote the Protection of Plant Varieties.

Article 14
Und iscl osed informati on

l.

The Parties agree that undisclosecl know-how and business information refers to those
formally binding agreements constituted arnong public orgatiizations, the private sector and/or
scientific and technological institutions with the aim of establishing (a) conditious, rights, and
obligations relatecl to the economic exploitation of knowledge, inforuration and (b) techniques
related to products ancl processes of production, which are under possessiou of the assiguor
organization.

2.

Tliis Cliapter does not require a Party to clisclose infonnation that would otherwise be
contrary to its law or exempt frorn clisclosure under its law concetniug access to inforlnation and
privacy.
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3.
Each Party shall protect undisclosed test or other data related to safety and efficacy
pharmaceutical products and agricultural chemical products, in accordance with Article 39
the TRIPS Agreement aud its domestic legislation.
SUB-SECTION

of
of

7

Protectìon of Undísclosed Inþrntation

Article X.47
Scope of protection of trade secrets

In fulfilling its obligation under Arlicle X.2.1 to comply with the TRIPS Agreement,
I and 2 of Article 39 of the TRIPS Agreement, each Party
shall provide for appropriate civil judicial procedures ancl rernedies for any person
lawfully in control of a trade secret to prevent, and obtain redress for, the acquisition,
use or disclosure of a trade secret whenever carried out in a manner contrary to honest
and in particular paragraphs

commercial practices.

2.

For the purpose of this subsection:

(a)

'trade secret' means infonnation that:

(i)

(i

i)

(iii)
(b)

-t

is secret in the sense that it is not, as a body or in the precise
confìguration and assembly of its components, generally known among
or readily accessible to persons within the circles that normally deal
witli the kind of information in question;
has commercial value because it is secret; and

has been subject to reasonable steps under the circumstances, by the
person lawfully in control of the infonnation, to keep it secret.

'tracle secret holder' lneaus any natural or legal person lawfully controlling
trade secret.

a

For the purpose of this subsection, at least the following conducts shall be considered
contrary to honest commercial practices:

(a)

(b)

the acquisition of a tracle secret without the consent of the trade secret holder,
whenever camied out by unauthorised access to, appropriation of, or copying of
any docurnents, objects, materials, substances or electronic files, lawfully under
the control of tlie trade secret holder, containing the tracle secret or frorn which
the trade secret can be clecluced:
the use or disclosure of a trade secret whenever camied out, without the conseut

of the tracle secret

holcler,

by a persou who is found to meet any of

the

following cor-rditions:

(i)

having acquirecl the trade secret unlawfully;

(ii)

beir,g in breach of a confidentiality agreement or any other duty not to
disclose the trade secret; or
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(i

ii)

being in breach of a contractual or any other duty to limit the use of the
trade secret.

(c)

4

the accluisition, use or disclosure of a trade secret whenever caried out by a
person who, at the time of the acquisition, use or disclosure, knew or ought,
undel'the circumstances, to have known tliat the trade secret had been obtained
directly or indirectly from another person who was using or disclosing the trade
secret unlawfully within the rneaning of point (b), including when a person
inducecl another person to carry out the actions refered to in point (b).

Nothing in this subsection shall be understood as requiring any Party to consider any of
the following conducts as contrary to honest commercial practices:

(a)
(b)

independent discovery or creation by a person of the relevant inf'orrnation;
reverse engineering of a product by a person who is lawfully in possession of it

(c)

relevant information;
acquisition, use ol' disclosure of information required or allowed by the relevant

(d)

use by employees of their experience and skills honestly acquired in the nomral

and

5

who is free from any legally valid duty to lirnit the acquisition of the

domestic law;

course of their employment.
Nothing in this subsection shall be understooclas restricting fieeclorn of expressiou and

infonnation, including media fieedom as protected in the juriscliction of each of the
Parlies.

Article X.48

Civil judicial procedures and remedies of trade secrets
Each party shall ensure that the any person participating in the civil judicial proceeclings
refered to in Article I 1.1 (scope of protection of trade secrets) or who has access to

documents which form paft of those legal proceedings, is not permitted to use or
disclose any trade secret or alleged trade secret which the competent judicial authorities
have, in response to a duly reasoned application by an interested party, iclentified as
confidential and of which they have becorne awal'e as a result of such participation or
access.
2

ln the civil juclicial proceedings refened to in Article I l.l (scope of protection of

trade

secrets), each Party shall provide that its juclicial authorities have the authority at least
to:

(a)

orcler provisional measures, as set out in the respective dornestic laws ancl
regulations, to prevent tlie acquisitiou, use or disclosure of the trade secret in a
nlallnel' contrary to honest comtnercial practices;

(b)

order injunctive relief to prevent the acquisition, use or disclosure of tlie tracle
secret in a rllaruler contmry to houest commercial practices;

(c)

order the person that knew or ought to have lanown that he, she or it was
acquiriug, using or disclosing a tracle secret iu a lnannel' contrary to honest
comlnercial practices to pay the tracle secret liolder clamages appropriate to the
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actual prejudice suffered as
disclosure ofthe trade secret;
(d)

a result of the unlawful

acquisition, use or

take specific lneasures to preserve the confrclentiality of ariy trade secret or
alleged trade secret produced in civil proceedings relating to the alleged
acquisition, use and disclosure of a tracle secret in a mallner contrary to honest
commercial practices. Such specific measures may include, in accordance with
their respective domestic law, the possibility of restricting access to ceftain
documents in whole or in part; of restricting access to hearings and their
corresponding records or transcript; and of rnaking available a non-couficlential
version of judicial decision in which the passages containing tracle secrets have
been removed or redacted.

(e)

J

impose sanctions on parties, or other persons subject to the court's jurisdiction
for violation of judicial olders concerning the protection of a tracle secret or
alleged trade secret produced in that proceedings.

The Parties shall not be required to provide for tlie judicial procedures and remedies
referred to in Afticle I l.l (scope of protection of trade secrets) when the conduct
contrary to honest commercial practices is carriecl out, in accordance with tlieir relevant
clolnestic law, to reveal misconduct, wrongdoing or illegal activity or for the purpose of
protecting a legitimate interest recognised by law.

BU proposal to replace current articles X.49 and X.50 in the working document with MCS.

IProtection of Undisclosed Information
1. In order to implement Article 39 of the TRIPS Agreement, ancl in the course of ensuring
effective protection against unfair competition as provided for in Aticle 10bis of the Paris
Convention, each Party shall protect confidential information and data submitted to goverrunent
or goverrunental agencies in accordance with this Afiicle,

2. lf a Party requires, as a condition for approving the marketing of phamraceutical or
agrochernical products [MCS: wliich utilize new chemical entities], the submission of
of which involves a considerable effort, the Party
shall protect such data against unfair cornmercial use. In acldition, each Pany shall protect such
data against clisclosure, except where necessary to protect the public [MCS: or unless steps are
taken to ensure that the clata are protectecl against unfair colnmercial use]. This is without
prejudice to any applicable legally binding provisions governing access of tlie public to
clocuments and freedom of infonnation.
unclisclosecl test or other data, the origination

3. Each Party shall provide that for clata referred to in paragraph 2 that is submittecl to the Party
after the date of entry into force of this Agreerneut, l'ro otlier applicant fior rnarketing approval
may, without perrnission of the person that submittecl the data, rely on that data in supporl of an
application for marketing approval during a reasonable period, which shall nonnally mean not
less thali five years for phamraceuticals and not less tlian ten years for agrocliernicals fì'oln the
date on which the Party granted approval to the person that produced tlie clata fol approval to
market its product. This is without prejudice to aclclitional periods of protection which either
Party may recognise in accorclance with its legislation.]
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IMCS: 3. Aspects related to the submission of undisclosed test or other data, as a condition for
approving the marketing of pharmaceutical or agrochemical products, and the protection of such
data against unfair commercial use shall be a matter of mutual consultations/joint work.]

Section 3
Civil Enforcement of intellectual property rights

Article X.5l
General obligations

l.

The Parlies reaffirm their commitments under the TRIPS Agreement and in particular of
thereof, and shall ensure the enforcement of intellectual property rights in accordance
with their domestic law and within their own legal system and practice.

Part

III

2.

For the purposes of Articles [...] through [...,] unless otherwise provided, intellectual
property rights refer to Article 3.2 of this Chapter.

3.
Proceduresr6 adopted, maintained, or applied to implement the provisions of this
Chapter shall be effective, fair and equitable shall not be unnecessarily complicated or costly, or
entail unreasonable time limits or unwarranted delays, and shall act as a deterent to further
infringements. Each Party shall take into account the need for proportionality among the
infringement, the rights of all parties involved, the interests of third parties, and the applicable
measures, remedies and penalties.
4.

Procedures con"erning the enforcement of intellectual property rights shall be applied in
such a manner as to avoid the creation of barriers to legitimate trade and to provide for
safeguards against their abuse.

5.
It is understood that this sub-section does not create any obligation to put in place a
judicial system for the enforcement of intellectual property rights distinct from that for the
enforcement of law in general and according to domestic law, nor does it affect the capacity of
the Parties to enforce their law in general.

Article X.52
Persons Entitled to Apply for Procedures
Each Party shall recognise as persons entitled to seek application of the procedures concerning
the enforcement of intellectual property rights refered to in this Section and in Part III of the
TRIPS Agreement, in accordance with the domestic law where the procedure takes place at
least

(a)
(b)
(c)

:

the holders of intellectual property rights;
exclusive licensees, in so far as authorized by the right holders; and,
intellectual property collective rights management bodies which are legally and expressly
recognisecl as having a right to represenì holders ofintellectual property rights.

SUB-SECTION 2
ló

For the purposes of this Section, procedures also include measures and remedies.
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Cívil ønd Adntínístratíve Enforcement
Article x.53
Evidence

L
Each Party shall ensure that, the competent judicial authorities may, on application by a
party which has presented reasonably available evidence to support his claims that his
intellectual property right has been infringed or is about to be infringed, order prompt and
effective provisional measures to preserve relevant evidence in respect of the alleged
infringement, subject to the protection of confidential informationrT.

2.
Such measures may include, the detailed description, with or without the taking of
samples, or the physical seizure, of the alleged infringing goods, ancl, in appropriate cases, the
documents relating thereto, subject to the protection of confidential information.
3.
Each Party shall take the measures necessary, in cases of traclemark counterfeiting or
copyright piracy on a commercial scaler8, to enable the competent judicial authorities to order,
where appropriate, on application by a party, and when necessary to determine the existence and
extent of an infringement, the communication of relevant banking, financial or commercial
documents under the control of the opposing party, subject to the protection of confidential
information.
4.

Each Party shall ensure that the measures to preserye evidence shall be subject to the
lodging by the applicant of adequate security or an equivalent assurance intended to ensure
compensation for any prejudice suffered by the defendant.

5.
Where the measures to preserve evidence are revoked, or where they lapse due to any
act or omission by the applicant, or where it is subsequently found that there has been no
infringement or threat of infringement of an intellectual property right, the judicial authorities
shall have the authority to order the applicant, upon request of the defendant, to provide the
defendant appropriate compensation for any injury caused by those measures.

Article X.54
Right of Information
Each Party rnay /[EU: shall] ensure that, in cases of [EU: an infringement of
intellectual property rightl [EU: rvilful tradenrark eeurterfeiting or eepyr:ght piraey en
+-eem¡nercia*-*eate] and in response to a justifìecl ancl proportionate request of the
claimant, [EU:
demestie-kiv], tlie competent judicial authorities may orcler tlie infringer ancl/or any
other person which is party to a litigation to provicle relevant inforrnation on the origin
ancl distribution networks of the infringing goods or services.
EU altenrative proposal on the fìrst paraglaph

l?

For the purposes of this A¡ticle confidential information may include personal data.

r8

A Party may extend the application of this paragraph to other intellectual property rights.
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[Each Parly shall ensure that, at least in cases of traclemark counterfeiting or copyright
piracyre on a collultercial scale and in response to a justified and proportionate request
of the claimant, the competent judicial authorities may order the inf inger ancl/or any

other person, as defined below, to provide relevant information on the origin and
distribution networks of the infringing goods or services.l
[Negotiators note: MCS would be willing to accept the alternative proposal]

(a)

"Any other person" in this paragraph means

a person who was:

(i)

found in possession ofthe goods;

(iÐ

found to be using the services:

(iiÐ

found to be providing on a commercial scale services used in infringing
activities; or

(iv)

indicated by the person referred to in subparagraph (i) to (iii) as being
involved in the production, manufacture or distribution of the goods or the
provision of the services.

(b)

Relevant information may include information regarding any person involved on a
commercial scale in the infringement or alleged infringement and regarding the means of
production and distribution networks of the goods or services.

2.

This Article shall apply without prejudice to other statutory provisions which:

(a)

grant the right holder rights to receive fuller information;

(b)

govern the use in civil or crimilal proceedings of the information communicated
pursuant to this Article;

(c)
(d)

govern responsibility for misuse of the right of information;

afford an opportunity for refusing to provide information which would force the
I to admit his own involvement or that of his close

person referred to in paragraph
relatives; or'

(e)

govem the protection of confidentiality of information sources or the processing

of

personal data.

Article X.55
Provisional and Precautionary Measures
Each Party shall ensure that the judicial authorities may, at the request of the applicant,
issue against the alleged infringer an interlocutory injunction intended to prevent any

irnminent infiingement of an intellectual property right, or to forbid, on a provisional
basis and subject, where appropriate, to a recuming penalty payment where provided for
re

For the purposes of this Chapter 'Copyright piracy shall mean infringement of a copyriglrt or a related
right.

aa

JJ

Limited

Limited
Without prejudice

by domestic law, the continuation of the allegecl infringements of that right, or to make
such continuation subject to the loclging of guarantees intended to ensure the
compensation of the right liolder. An interlocutory injunction may also be issued, under
the same conditions, against an intennecliary whose serices are being used by a third
party to infringe an intellectual property right. For the purposes of this Article,
"intermediaries" include intelnet service providers.
EU alternative to this first paragraph:
I

Each Party shall provide that its judicial authorities have the authority to order prompt
and effective provisional and precautionary lneasures, including an interlocutory
injunction, against a party, or where appropriate, against a third party over whom the
relevant judicial authority exercises juriscliction, 'to prevent an infringement of an
intellectual property right frorn occurring, and in particular, to prevent infringing goods
from entering into the channels of commerce.

2

An interlocutory injunction may also be issued to orcler the seizure or delivery up of
goods suspected of infringing an intellectual property right, so as to prevent their entry
into or movement within the chamrels of corunerce.

3

In the case of an alleged infringernent committed on a commercial scale, the Parties shall
ensure that, if the applicant demonstrates circumstances likely to endanger the recovery of
damages, the judicial authorities rnay order the precautionary seizure of the movable and
immovable property of the alleged infi'inger, including the blocking of his bank accounts
and other assets. To that end, the competent authorities may order the communication of
bank, financial ol' comlnercial documents, or appropriate access to the relevant
information.

Article X.55
Provisional and Precautionary Measures
The Parties reaffinn their commitments uncler Article 50 of the TRIPS Agreement.

Article X.56
Remedies
Each Party shall ensure that the competent judicial authorities may order, at the request of
the applicant and without prejudice to any darnages due to tlie right holder by reason of
the infringement, and without compensation of any sort, the destruction or at least the
definitive removal from the channels of commerce, of goods that they have found to be
infringing. Such goods may be usecl for the public interest. The judicial authorities shall

also have the authority to order that materials and irnplements the predominant use of
which has been in the creation of tlie infringing goods be, without compensation of any
sort, disposed of outside the channels of commerce in such a manner as to minimizethe
risks of further infringements. In considering such requests, the need for proportionality
between the seriousness of the infringement and the remedies ordered as well as the
interests ofthird partiês shall be taken into account.
2.

The competent judicial authorities of each Party shall have the authority to order that
those measures be carried out at the expense of the infringer, unless parlicular reasons ar€
invoked for not doing so.
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Article x.57
Injunctions
Each Party shall ensure that, when a judicial decision finds an infringement, the competent
judicial authorities may issue against the infringer or, where appropriate, against a third parly
over whom the relevant judicial authority exercises jurisdiction an injunction aimed at
prohibiting the continuation of the infringement.

Article X.58
Alternative Measures
[MCS: l. Each Party shall / [EU: may] provide that the judicial authorities, in appropriate cases
and upon request of the person liable to be subject to the measures provided for in Alticle X.56
(Remedies) and/or in this Afiicle X.57 (Injunctions), may order pecuniary compensation to be

paid to the injured party instead of applying tlie measures provided for in Article X.56
(Remeclies) and/or in this Article X.57 (Injunctions), if it is found that the former acted
unintentionally ancl without negligence, or if execution of the measures in cluestion would cause
him disproportionate harm or if pecuniary compensation to the injured pafty appears reasonably
satisfactory [EU: 20. ror-:f suelr nreasures will disserve publie interest.]
Article X.59
Damages
I

Each Party shall ensure that thejudicial authorities have the authority to, upon request of
the injured party, order the infringer who knowingly, or with reasonable grounds to know,
engaged in an infringing activity, to pay the right holder damages appropriate to the
actual prejudice suffered by him/her as a result of the infringement. When the competent
judicial authorities set the damages:

(a)

they [MCS: may]/sliall take into account all appropriate aspects, such as

the

negative economic consequences, including lost profits, which the injured party has
suffered, any unfair profits2r made by the infringer and, when applicable, elements
other than economic factors, such as the moral prejudice caused to the right holder
by the infringement; or

(b)

as an altemative to (a), they may, in appropriate cases, set the damages as a lump
sum on the basis of elements such as at least the amount of royalties or fees which

would have been due if the infringer had requested authorisation to use
intellectual property riglit in question.

the

Article X.60
20

¡EU: In deciding what is "reasonably satisfactory" the judge may take irrto consideration the public
interest.]

2l

¡EU: "Unfairprofits" are those derived fro¡n the infi'ingement. Illt4CS: in accorclatrce u,ith clourestic
legislationI
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Legal Costs
Each Party shall provide that its judicial authorities, where appropriate, have the authority to
order, at the conclusion of civil judicial proceedings conceming the enforcement of intellectual
property rights, that the prevailing party be awarded payment by the losing party of legal costs
and other expenses, as provided for under that Party's law.

ArticleX.6l
Publication of Judicial Decisions
The Parties shall ensure in cases of infringement of an intellectual property right that, unless this
would be out of proporlion to the seriousness of the infringement, the judicial authorities may
order the publication of the decision.

Article X.62
Presumption of Authorship or Ownership

In at least provisional measures requested in civil proceedings involving copyright, each Party
shall provide for a presumption that, in the absence of proof to the contrary the person or entity
whose name is indicated as the author or related right holder of the work or subject matter in the
usual manner is the designated right holder in such work or subject matter.

Article X.63
Public âwareness
The Parties shall take the necessary measures to enhance public awareness of protection of
intellectual property including educational and dissemination projects on the use of intellectual
property as well as on the enforcement of intellectual property rights.

IEU ,, SECTION D
BORDER ENFORCEMENT

Article X.64
Consistency with GATT and TRIPS Agreement
In implernenting border rneasures for the enforcement of intellectual property rights by customs,
whether or not covered by this Section, the Parties shall ensure consistency with their
obligations uncler the GATT and TRIPS agreements and, in particular, with Article V of GATT
agreement, Article 41 and Section 4 of the Part III of TRIPS agreement.

Article X.65
Border Measures

With respect to goods under custorns control, each Party shall adopt or maintain
a right liolder rnay submit applications requesting customs

procedures under which
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authorities to suspend the release or detain goods suspected of, at least, trademark
counterfeiting or copyright piracy on a coÍrmercial scale (hereinafter referred to as
"suspect goods"). The Parties shall evaluate the application of these measures for goods
suspected of infringing a geographical indication.
2

There shall be no obligation to apply the procedures set forth in this Section to goods in
transit.

J

Each Party shall encourage the use of electronic systems for the management by customs
ofthe applioations granted or recorded.

4

Customs authorities shall inform the applicant within a reasonable period whether they
have accepted the application.

5

Parties shall provide for such application/recordation to apply to multiple shiprnents when
so allowed in accordance with the provisions of the domestic law.

6

Each Parly may provide that their customs authorities have the authority, with respect to
goods under customs control, to act upon their own initiative to suspend the release of or
detain suspect goods.

7

Customs authorities may use risk analysis to identify suspect goods.

B

Each Party may have in place administrative or judicial procedures, in accordance with

the provisions of the domestic law, allowing for the destruction of goods involved in
trademark counterfeiting or copyright piracy on a cornmercial scale, where the persons
concerned agree or do not oppose to the destruction. In the event that such goods are not
destroyed, each Party shall ensure that they are disposed of outside commercial channels
in such a manner to avoid any harm to the right holder.
9

[There shall be no obligation to apply this Article to import of goods put ou the market in
another country by or with the consent of the right holders [MCS: or in any other
legitimate mannerl. A Party may exclude from the application of this Article goods of a
non-comrnercial nature contained in travellers' personal luggage.] (Note: The Parlies are
working on alternative language for the first sentence.)

10.

The customs authorities of each Party shall maintain a regular dialogue and promote
cooperation with the relevant stakeholders and with other authorities involved in tlie
enforcement of the intellectual property rights referred to in paragraph I .

1l

The Parties agree to cooperate in respect of international trade in suspect goods and, in
particular, to share information on such trade.

t2

of

cooperatiou, the Protocol on Mutual
be applicable with regard l
ey-e+¿-eernrnerela+*ea+e]
[EU: to
[EU:
of
property
fer]
the
enf'orcemeut
rights],
breaches of legislation on intellectual
[EU:
which the custours authorities are competent in accordance with this Article.

[EU: Witliout prejudice to other fonns

Adrninistrative Assistance in Custorns Matters

l3

[EU:

A

Comrnittee shall

will [EU: also]

be in charge of ensuring the proper functioning

and

implementation of this Article, in parlicular providing for the framework for organising
cooperation.]
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Article X.66
Relationship with Dispute Resolution Chapter
Tlie dispute settlement procedures provided for in Title [Dispute Resolution] shall not apply to
this Title [] Untellectual Property Rightsl".

Article

16

Cooperation

1. The Parties agree to cooperate with a view to supporting implementation of the
commitments ancl obligations uncleftaken under the IPR Cliapter as well as should contribute to
the pron'rotion of technological imovation and to the transfer and dissernination of technology,
to the mutual advantage of producers and users of technological knowledge and in a manner
conducive to social ancl economic welfare, and to a balance of rights and obligations.
2.

Subject to Title XX (Economic and Sector Cooperation) and in accorclance with the
provisiorrs of Title XX (Financial Cooperation, with Anti-Fraucl Provisions) of this Agreement,
areas of cooperatiorr include the following activities, but not limited to them:

a)

The exchange

of information on the legal frarnework

concerning intellectual

property rights aud relevant rules of protection and enforcement;

'I'he exchange of infonnation on the legal frarnewolk and practices related to
b)
,intelIectuaI property ancl competition law;

c)
d)

The exchange of experience between the Parties on legislative plogress;
The exchange of experience between the Parties on the enforcetnent of intellectual

propefty rights;
Exchauge of experiences between the Parties on enforcement at central and sube)
central level by customs, police, administrative and judiciary bodies;

Ð

Coorclination to prevent exports

of

trademarks counterfeit goods, inclucling with

other countries;

g)

Coorclination among Competition Authorities to prevent anticompetitive practices
such as, abuse in the exercise of intellectual property rights and dolninant position, the resort to
practices that unreasonably restrain tracle, sharn litigation and pay-for-clelay agreernents;

h)
i)

Teclnical assistance, capacity-builcling; exchange and training of persomel;

'I'he protection and clelènce of intellectual property rights and the dissernination
infonnation in this regard, inter alia, business circles ancl civil society;

j)

Public a!ù/areness of consumers ancl right holders; enhancernent
cooperation, particularly between the intellectual property offices;

k)

of

of

institutional

Actively prornoting awareness and eclucation of the general public on policies

concerning intellectual property rights;

l)
Formulation of effective strategies to iclentify key aucliences ancl comrnunication
programlres to inclease collsurner and uredia awareness on the in'rpact of intellectual property
abuse and violations;
rn)

Mutual cooperation between the intellectual property offices, research

and
acaclemic institutions and private enterprises f'r'om the different Pafties to facilitate the access of
all specialisecl databases for tlie pulposes of specialised searcltes.
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IMCS: The Palties shall explore new and existing mechanisms to facilitate technology transfer
to strengthen national capabilities]
The Parties agree to collaborate on the application of the CBD and related instruments, and on
the domestic frameworks on access to genetic resources and associated traditional knowledge,
innovations and practices.

Article x.66
Cooperation a¡rd Transparency

The Parties agree to cooperate with a view to supporting implernentation

of the

comrnitments and obligations undeftaken under this Chapter.
2

The Parties shall draw on the following modalities, among others, with respect to
cooperation on intellectual property rights protection and enforcement matters. The areas
of cooperation include the following activities, but are not lirnited to:

(a)

The exchange of infonnation on the legal framework concerning intellectual
property rights and relevant rules of protection and enforcement;

(b)

The exchange of experience between the Parties on legislative progress;

(c)

The exchange of experience between the Parties on the enforcement of intellectual
property rights;

(d)

The exchange of experiences between the Parlies on enforcement at central and
sub-oentral level by customs, police, adrninistrative and judiciary bodies;

(e)

Coordination

to prevent exports of

counterfeit goods, including with other

countries;

(Ð

Teclmical assistance, capacity building; exchange and training of personnel;

(g)

The protection and defence of intellectual property rights and the dissemination
infbrrnation in this regard in, inter alia, business circles and civil society;

(h)

Public awareness of consumers and right holders; enhancement of institutional
cooperation, parlicularly between the intellectual property offi ces;

(i)

Actively prornoting awareness and

ecJucation

of

of the general public on policies

concerning intellectual property rights;

û)

with SMEs, including at SMEprotecting
ancl enforcing intellectual
fbcused events or gatherings, regarcling
property riglits and reducing infringement;

(k)

Formulation of effective strategies to iclentify aucliences and communication
prograumles to increase consulner ancl media awarelless on tlìe impact of
intellectual propel'ty violations, inclucling the risk to healtl-r and safety ancl the

Regar<ling public-private collaboration engaging

connection to organised crime;

(l)

Facilitation of voluntary stakeholder initiatives to reduce intellectual propefly
rights infririgelnent, iricluding over the internet and in other marketplaces.
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3

[Without prejudice to paragraph I and2 and to supplement them if necessary, the Parties
agree to. establish a Sub-Committee oh Intellectual Property to follow up on the
implementation of the provisions of this Title and any other relevant issue. This SubCommittee shall be co-chaired by officials of both Parties and will meet at least once per
year, except if the Parties agree otherwise. These meetings shall be carried out through
any agreed means, including by video conference. The Sub-Committee on Intellectual
Property will adopt its decisions by consensus. It may also adopt specific rules of
procedure, by consènsus.]
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